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Art Unit: 2622 

DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 351(a) shall have the 
effects for purposes of this subsection of an application filed in the United States only if the international 
application designated the United States and was published under Article 21(2) of such treaty in the English 
language. 

2. Claims 1, 3, 6, 9, 11-13, 15, 18, 20, 22, 25-27, 29, and 30 are rejected under 35 
U.S.C. 102(e) as being anticipated by Rhoads (U.S. Patent No. 6,345,104). 

For claims 1 and 13, Rhoads discloses an information processing apparatus and 
method capable of controlling read operation of an original image by a scanner via a 
scanner driver, comprising a determination means for determining by the scanner driver 
whether digital watermark information is embedded in image data read by the scanner 
(Abstract; col. 7, lines 13-64); and control means for controlling predetermined image 
processing for the read image data on the basis of a determination result by the 
determination means (col. 14, lines 50-63). Claim 20 is a computer readable medium 
storing the program to execute the method rejected above, therefore it is reject for the same 
reason stated. 

For claims 3 and 15, Rhoads discloses a display means and method for displaying a 
warning message representing that the image data is processed to match the specific image 
data when the predetermined image processing is performed for the read image data 
wherein the control means discards the read and processed image data on the basis of an 
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image processing request from a user in response to the warning displayed on the display 
means (col. 14, lines 50-57). Claim 22 is a computer readable medium storing the program 
to execute the method rejected above, therefore it is reject for the same reason stated. 

For claims 6 and 18, Rhoads discloses specific image data of an original whose 
copying operation is prohibited by law (col. 14, lines 55-57). 

For claim 9, Rhoads discloses an apparatus and method wherein the digital 
watermark information is embedded in the specific image data at a predetermined cycle 
(col. 25, lines 20-26). 

For claim 11, Rhoads discloses an apparatus and method wherein the digital 
watermark information includes invisible or visible information (col. 3, lines 1-22). 

Regarding claim 12, Rhoads teaches comprising storage means for storing image 
data read by the scanner, wherein said control means also processes an image stored in 
said storage means (Fig 11). 

For claims 25 and 29, Rhoads discloses an apparatus and method for extracting, by 
the scanner driver, digital watermark information embedded in image data read by the 
scanner (Abstract; col. 7, lines 13-64); and image processing means for processing the 
image data on the basis of an extraction result from the information extraction means (col. 

14, lines 50-63). Claim 30 is a computer readable medium storing the program to execute 
the method rejected above, therefore it is reject for the same reason stated. 

For claim 26, Rhoads discloses a selection means for causing a user to select 
whether to process the image data by the image processing means (col. 14, line 50 - col. 

15, line 7). 
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For claim 27, Rhoads discloses a selection means which displays whether to process 
the image data on display means, thereby causing the user to select whether to process the 
image data (col. 14, lines 50-57). 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been obvious at the time the invention was 
made to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall 
not be negatived by the manner in which the invention was made. 

4. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rhoads (U.S. 
Patent No. 6,345,104). 

For claim 10, Rhoads does not directly teach the digital watermark includes, as code 
information, information about the type of specific image data, an issue country, an issue 
number, and a value. However, Rhodes discloses the use of watermarking technology to 
encode documents such as currency with multi-bit binary information (Abstract; col. 1, lines 
24-35). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to consider that the basic information about a currency note would be 
conveyed in the watermarking system disclosed by Rhoads. 
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5. Claims 2, 5, 14, 16, 21, 24, and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Rhoads (U.S. Patent No. 6,345,104) as applied to claim 1 above, and 
further in view of Hasuo et al. (U.S. Patent No. 5,583,614). 

For claims 2 and 14, Rhoads fails to disclose an apparatus and method wherein the 
control means processes the read image data into image data different from the read image 
data when the determination means determines that the read image data substantially 
matches the specific image data. 

For claims 2 and 14, Hasuo discloses an apparatus and method wherein the control 
means processes the read image data into image data different from the read image data 
when the determination means determines that the read image data substantially matches 
the specific image data (Fig. 6; col. 6, lines 42-51). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to combine the image processing 
apparatuses of Rhoads and Hasuo because both teach apparatuses which use digital 
watermarking technology to convey hidden information in documents. The improvement on 
Rhoads by Hasuo would allow for increased security in document duplication. Claim 21 is a 
computer readable medium storing the program to execute the method rejected above, 
therefore it is reject for the same reason stated. 

For claims 5 and 16, Rhoads fails to disclose an apparatus and method wherein the 
predetermined image processing includes resolution conversion processing of converting a 
resolution of the read image data, color conversion processing of converting color tone of 
the read image data, and image conversion processing of adding arbitrary image data to the 
read image data. 
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For claims 5 and 16, Hasuo discloses an apparatus and method wherein the 
predetermined image processing includes resolution conversion processing of converting a 
resolution of the read image data, color conversion processing of converting color tone of 
the read image data, and image conversion processing of adding arbitrary image data to the 
read image data (col. 11, line 44 - col. 12, line 8; col. 6, lines 42-51). Claim 24 is a 
computer readable medium storing the program to execute the method rejected above, 
therefore it is reject for the same reason stated. 

For claim 28, Hasuo discloses a processing means which overlays the information 
extracted by the information extraction means on the image data (col. 6, lines 42-51). 

5. Claims 4, 17, and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rhoads (U.S. Patent No. 6,345,104) as applied to claim 1 above, and further in view of Zhao 
et al. (U.S. Patent No. 6,754,822). 

For claims 4 and 17, Rhoads fails to teach an apparatus and method wherein the 
control means creates a log information from which a read processing status of the specific 
image data can be verified, and registers the log information in a nonvolatile memory on the 
basis of the image processing request from the user in response to the warning message 
displayed on the display means. 

For claims 4 and 17, Zhao discloses and technique for digital authentication wherein 
an active watermark contains code that may be executed when the watermark is read 
(Abstract). Zhao further discloses that the program contained in this active watermark can 
perform any action in a computer system, which can be describe in the computer code (col. 
12, lines 25-58). It would have been obvious to one of ordinary skill in the art at the time 
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the invention was made to combine the image processing apparatuses of Rhoads and Zhao 
because both disclose systems which use digital watermarks to process information. The 
improvement on Rhoads by Zhao would allow for a log to be created of scanned documents. 
Claim 23 is a computer readable medium storing the program to execute the method 
rejected above, therefore it is reject for the same reason stated. 

7. Claims 7-8 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rhoads (U.S. Patent No. 6,345,104) as applied to claim 1 above, and further in view of 
Lahmi (U.S. Patent No. 5,982,956). 

For claims 7 and 19, Rhoads fails to disclose an apparatus and method wherein the 
specific image data is stored and managed in advance so as to be updateable. 

Lahmi discloses an apparatus and method wherein the specific image data is stored 
and managed in advance so as to be updateable (col. 17, line 31 - col. 18, line 62). It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to combine the image processing apparatuses of Rhoads and Lahmi because both 
teach apparatuses and methods for copying secure documents. The improvement on 
Rhoads by Lahmi would allow for the ability to upgrade secure documents. 

For claim 8, Rhoads fails to teach that the scanner can be connected via a local 
interface or a network interface. 

Lahmi discloses that the scanner can be connected via a local interface or a network 
interface (Fig. 8; col. 6, line 59 - col. 7, line 3). 



Conclusion 
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8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure Zhao et al. (U.S. Patent No. 6,243,480) discloses digital 
authentication with analog documents. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Heather D Gibbs whose telephone number is 703-306- 
4152. The examiner can normally be reached on M-F 8AM-4PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L Coles can be reached on 703-305-4712. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information for 
unpublished applications is available through Private PAIR only. For more information about 
the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to 
the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). 
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Examiner 
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